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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TR IAL AND APPEAL BOARD

STEPHEN SLESINGER, INC.,

Opposer,

V. Cancellation No. 92046853
DISNEY ENTERPRISES, INC.,

Registrant.

REPLY BRIEF IN SUPPORT OF MOTION TO DISMISS

The United States District Cduor the Central District of Géornia has now held that SSI
transferred ownership dll of SSI's rights in the Winnie &éh Pooh marks (“WTP Marks”) to
Disney: ‘{U]nder the clear terms of thearties’ agreements, SSI transfemeall of its rights in the
Pooh works to Disney Order (Motion to Dismiss Exhibit Aat p. 8, lines 6-7 (emphasis added).
Based on this holding, the Distti Court entered final judgme dismissing SSI's trademark
infringement claims against Disney. Each & #iguments in SSI's Response was previously made
to the District Court, and considered and rejdcby that Court. Thus, ownership of the WTP
Marks has been fully litigatechd resolved in Disney’s favor.

In the face of that record, SSI blatantly misesgnts that the District Court “did not . . .
resolve the issue of ownership” tle WTP Marks. SSI further misrepresents thatCourt found
that the parties’ agreements were not a sfiemof ownership buinstead a license. These
inexplicable misrepresentations are materialnot sanctionable. Disney’s Motion to Disnliss
should be granted, because SSI does not owrrighis in the WTP Marks and therefore lacks

standing to cancel Disy’'s Registrations.

! Disney submits this Reply based on the TTAB Order mailed on November 5, 2009, suspending proceedings
pending Disney’s submission of a Reply and the Board’s disposition of Disney’s Motion ts®ism
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THE DISTRICT COURT ENTERE D A FINAL JUDGMENT THAT SSI
TRANSFERRED ALL OF ITS OWNERSHIP RIGHTS IN THE WTP MARKS TO
DISNEY AND THAT SSI RETAINED NO RIGHTS IN THE WTP MARKS

The Order unambiguously heldathSSI transferred all of itgghts in the Pooh works to

Disney. Order (Motion to Dismiss Exhibit A) pt 8, lines 6-7. SSI comptdy disregards this

holding, and instead presents arguments nowhgmeosted and indeed contradicted by the Ofder:

SSI contends that “[tlhe Ordelid not resolve the ssie of what rights, if any, were solely
and exclusively licensed to Applicant.” Thisdirectly contradicted by the Order, which
states, “SSI granted to Disney all of the rightsad in the Pooh characters, and retained no
rights[.]” Compare SSI's Response at pp. 3smth Order at p. 3, lines 6-10.

SSI contends that “the ‘transfer’ of rightsclissed in the Order refers to a licensing of
those rights, not an assignmentThis is also directly contradicted by the Order, which
states, “SSI received ‘certaiights’ from Milne and ‘furtherights’ in later agreements, and
granted ‘those rights it laacquired’ to Disney.” Compare SSI's Response at p.\8ith
Order at p. 7, lines 2-4.

SSI suggests that the Court's recognition tBasney continues to pay royalties in
connection with the Winnie the Pooh characterakes the parties’ agreements licenses
rather than transfers of owrskip. This contention is exgssly refuted by what the Court
did hold—that “SSI granted to Disney all tife rights it had in the Pooh characters, and
retained no rights[.]” Order at p. 3, lines 6-10.

Because the District Court detgned that SSI has no ownership interest in the WTP marks,

SSI lacks standing to cancel Disney’s Registrations and the Cancellation should be dismissed.

2 Each of these misrepresentations rises to the level of sanctionable casetidvIBP §§ 527.02-03Central

Mfg., Inc. v. Third Millenium Tech., Inc., 61 USPQ2d 1210 at *1 (TTAB 2001). Based on the timing of this Reply
Brief, however, Disney did not have an opportunity to seek sanctions under Rule 11.
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Il. THE DISTRICT COURT'S ORDER IS FINAL AND SHOULD BE GIVEN
PRECLUSIVE EFFECT

The District Court’s Order is immediately final and prealason the issue of ownership,
regardless of SSI's appeal to the Ninth Circuie¢f November 5, 2009). “[T]he preclusive effects
of a lower court judgment cannot be suspendemply by taking an appeal that remains
undecided.” Robi v. Five Platters, Inc., 838 F.2d 318, 327 (9th Cir. 1988) (citing 18 Charles Alan
Wright & Arthur R. Miller, Federal Practice drProcedure § 4433 (2d.€1981)). SSI was fully
heard before the District Court, and the D&trCourt's well-reasoned Order should be given
preclusive effect.ld. For these reasons, SSI is prectudi®m litigating ownership of the WTP
Marks and dismissal without ptajice is the appropriate result.

CONCLUSION

SSI's assertion that the District Court didt determine ownership of the WTP Marks is
completely false. The District Court determirtbdt SSI has no ownershipanest in these marks,
and SSI lacks standing to cancel Disney’s Registnati Disney leaves it to the Board to determine
the consequences of SSI's misrepresentatibag, at a minimum, this Cancellation should be
dismissed without prejudice.

Dated: November 18, 2009 Respectfully submitted,

By: __ /Mark E. Miller/
Mark E. Miller (Reg. No. 31,401)

O’'MELVENY & MYERS LLP

Two Embarcadero Center, 28th Floor
San Francisco, California 94111-3823
Phone: 415.984.8700

Fax: 415.984.8701

Email: markmiller@omm.com

Attorneys for Disney Enterprises, Inc.
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CERTIFICATE OF SERVICE

The undersigned hereby certifies that a tnug @omplete copy of the foregoing Reply Brief

in Support of Motion to Dismiss has been sehupon counsel for Opposer by mailing said copy

via First Class mail on this November 18, 2009, to the following address:
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Andrew D. Skale, Esq.

Mintz Levin Cohn Ferrisslovksy and Popeo, PC
3580 Carmel Mountain Road, Suite 300

San Diego, California 92130

Mark E. Miller/
Mark E. Miller




